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DETAILED ACTION 

1. This Office Action is made in response to applicant's amendment filed on 03/23/2006. 
Claims 1, 4-7, 9, 25, 26, and 28-47 are currently pending in the application. An action follows 
below: 

Claim Objections 

2. Claims 1, 25, 26, 28-30 and 45 are objected to because of the following informalities: 
As per claim 1 : 

-made by the user- should be inserted immediately after "a predetermined 
gesture" in line 4 in order to clarify the claimed invention and 

—said- should be inserted immediately before "at" in line 9 because there is 
sufficient antecedent basis for the limitation in the claim. 

As per claims 25, 26 and 30, "a digitizing pen" should be changed to —a stylus— so as to 
make this feature consistent with the feature, "a stylus input", recited in independent claim 1 . 
Additionally to claim 30, -made by the user- should be inserted immediately after "the 
predetermined gesture" in line 4 in order to clarify the claimed invention. 

As per claims 28, 29 and 45, -made by the user— should be inserted immediately after 
"the predetermined gesture" in line 2 of claim 28 and in lines 2, 4 and 5 of claim 29 in order to 
make this feature distinct from a set of predetermined gestures (gestures were stored previously). 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 1, 4-7, 9, 25, 26, and 28-47 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

As per claims above, the disclosure, when filed, does not fairly convey to one of ordinary 
skill in the art that applicants had in their possession the claimed features, " receiving a user 
selection of at least one function selected from a list consisting of a shift function, a control 
function, and an alternate function and sending a mouse button event modified by the selected 
function " recited in independent claims 1 and 5 or " responsive to a second stylus input, sending 
a mouse button event modified in accordance with the user-selected keyboard function " 
recited in independent claim 32. The original disclosure, specifically page 15, lines 2-6, teaches 
that a display user interface (300) includes keyboard soft keys such as a RIGHT 301, CTL key 
(302), a SHIFT key (303), an ALT key (304) key, and BULL'S-EYE 305, and when RIGHT 
301 is selected, the next pen touch causes a right button event and when a CTL key or SHIFT 
key is selected, a CTL key or a SHIFT key respectively accompanies the next pen touch. In other 
words, the above mentioned disclosure expressly teaches that only a RIGHT function is 
preprogrammed to cause a right button event activating or a right button event is 
preprogrammed in according with the selected RIGHT function. Accordingly, the above 
mentioned disclosure does not fairly teach a mouse button event being modified or a mouse 
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button event being modified or preprogrammed by the selected function such as CTL key (302), 
a SHIFT key (303), or an ALT key (304). 

Furthermore, the original disclosure, specifically page 15, lines 16-19, expressly teaches 
"When one or more of the modifiers CTL 302, SHIFT 303 and ALT 304 is active and a user taps 
in the pen tip with within BULL'S- EYE 305, UI send a right click event plus the modifiers) to 
the window immediately below BULL'S_EYE 305". In other words, the mentioned disclosure 
expressly teaches that a combination of an activation of one of CTL, SHIFT and ALT functions 
and a selection of BULL'S-EYE is preprogrammed to cause a right button event plus the 
modifier(s) to be activated or a right button event plus the modifier(s) is preprogrammed in 
according with a combination of the selected one of CTL, SHIFT and ALT functions and the 
selected BULL'S-EYE. Accordingly, the above mentioned disclosure does not fairly teach a 
mouse button event being modified or a mouse button event being modified (or preprogrammed) 
by the selected function such as CTL key (302), a SHIFT key (303), or an ALT key (304), as 
presently claimed. 

Additionally to claim 45, the disclosure, when filed, does not fairly convey to one of 
ordinary skill in the art that applicants had in their possession the claimed feature, " responsive to 
determining that the predetermined gesture does not precede the stylus input, generating a 
left button mouse event ". The original disclosure, specifically page 13, last two lines teaches 
"Preferably, the default event that is sent to an application when the pen touches the writing 
surface is a "left button down" event". This mentioned disclosure does not expressly teach 
"determining that the predetermined gesture does not precede the stylus input". Accordingly, the 
disclosure does not teach the above underlined feature. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 5 and 6 are rejected under 35 U.S.C. 102(e) as being anticipated by Akiyama et 
al. (US 6,018,336), hereinafter Akiyama. 

As per claims 5 and 6, the claimed invention reads on the Akiyama reference as follows: 
Akiyama discloses a method (a mouse function emulation method, see col. 1, line 61) for 
emulating a two-button mouse-type computer input device (a tablet 14 and a LCD 17, see Fig. 1) 
comprising steps of displaying a user interface (a tool bar 172, see Figs. 4A-4B) having a 
plurality of selectable functions (a "MOVE" function, a "HELP" control function, and a "RIGHT 
CLICK" control function corresponding to the selected function and the bull's eye function, and 
more functions, see Fig. 3, col. 6, lines 1-2); receiving a user selection of "RIGHT CLICK" 
function via a pen 15 (see Fig. 1, col. 3, lines 21-22) after the computer input device (14, 17) 
being placed in a default mode (see col. 3, lines 57-67); and sending a right button event or a 
mouse button event modified by the selected function ("RIGHT CLICK" function). Accordingly, 
the steps in the claims are read in the Akiyama reference. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1, 7, 9, 25, 26, 28, 29, 31-38, and 41-47 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Akiyama and further in view of Moran et al. (US 5,500,935), hereinafter 
Moran. 

As per claims 1, 9, 28, 31, 32, 36, 37, 41-44, 46, and 47, Akiyama teaches a stylus-based 
computer (as shown in Fig. 1) comprising a two-button mouse-type input device (a tablet 14 and 
a LCD 17, see Fig. 1) and a method (a mouse function emulation method, see col. 1, line 61) for 
emulating a two-button mouse-type input device (14, 17) comprising steps of receiving a stylus 
input from a user (a tap on a dedicated mode change icon, see col. 4, lines 9-10); responsive to 
the stylus input, displaying a user interface (a tool bar 172, see Figs. 4A-4B) having a plurality of 
selectable functions including a "MOVE" control function (this may also be considered as a 
keyboard function), a "HELP" control function (this may be considered as a keyboard function), 
, a "RIGHT CLICK" control function, and more functions (see col. 4, lines 7-13, col. 6, lines 1- 
2); receiving a user selection of "RIGHT CLICK" function via a pen 15 (see Fig. 1, col. 3, lines 
21-22) after the computer input device (14, 17) being placed in a default mode (see col. 3, lines 
57-67); and sending a right button event or a mouse button event modified by the selected 
function ("RIGHT CLICK" function). Further, Akiyama teaches the computer system 
comprising a CPU 1 1 for controlling the entire system and for executing the process for 
emulating a plurality of mouse functions, a RAM 12 for storing various kinds of application 
programs executed by the CPU (see Fig. 1, col. 3, lines 1-18). Akiyama also teaches that each 
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mode can be locked or unlock depending on the interaction of the user (column 53-59). 
Accordingly, Akiyama discloses all the claimed limitations except that Akiyama does not 
disclose the stylus input preceded by a predetermined gesture (see independent claims 1 and 32). 
However, Moran discloses that both the concept and the advantages of providing a gesture 
before a stylus input in order to designate an action for the system to perform are well-known 
and expected in the art (col. 1, line 53 through col. 2, line 29). Further, it is noted that "providing 
a gesture before a stylus input in order to designate an action for the system to perform" 
inherently includes "determining whether the stylus input is preceded by a particular gesture. 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time of the 
invention was made to provide a gesture before a stylus input in the method of Akiyama, in view 
of the teaching in the Moran reference, because this would designate an action for the system 
based upon on the predetermined gesture, as taught by Moran, thereby avoiding an unwanted 
activation of the user interface due to an accidental tap on the mode change icon. 

As to claim 7, as discussed above, Akiyama in view of Moran discloses all the claimed 
limitations of these claims except for the steps of starting an inactivity timer when the user 
interface is displayed and hiding the user interface when a predetermined amount of time elapses 
without receiving the user selection, of claim 7. However, Official Notice is taken that both the 
concept and the advantages of providing steps of starting an inactivity timer when the user 
interface is displayed and hiding the user interface when a predetermined amount of time elapses 
without receiving the user selection, in order to provide more room for other user interface or 
windows are well-known and expected in the art. Therefore, it would have been obvious to 
provide steps of starting an inactivity timer when the user interface is displayed and hiding the 
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user interface when a predetermined amount of time elapses without receiving the user selection, 
in the method of Akiyama, because this would provide more room for other user interface or 
windows. 

As to claims 25, 26, and 38, as seen from figures 3 and 4 in the Akiyama reference, 
Akiyama teaches that the location of a user interface (172) is static and does not depend upon a 
location of the stylus. Accordingly, Akiyama does not disclose expressly the location of the user 
interface depending upon the location of the stylus. However, Moran teaches in column 1, lines 
65-67, "With menu functions, a visible menu is either located on a specified area of a display or 
appears near the stylus position when desired (pop-up menu)", i.e., the location of the user 
interface depending upon the location of the stylus. Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time of the invention was made to utilize the teaching of 
Moran, i.e., providing the location of the user interface depending upon the location of the stylus, 
in the method of Akiyama, because one skilled in the art would recognize that this would reduce 
the amount of travel time required to invoke the new function mode displayed in the user 
interface. 

As to claim 29, as noting in col. 1, line 53 through col. 2, line 29, Moran teaches the step 
of displaying including an inherent step of comparing the user input with a predetermined 
gesture in order to display the user interface. 

As to claims 33-35, as discussed in the rejection to claim 32 above, Akiyama discloses a 
plurality of selectable functions including "HELP" control function (this may be considered as a 
keyboard function), "MOVE" control function (this may be considered as a keyboard function), 
"RIGHT CLICK" control function, and more functions (see Fig. 3, col. 4, lines 7-13, col. 6, lines 
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1-2). Accordingly, the difference between the invention defined by these claims and the 
invention of Akiyama in view of Moran is that Akiyama does not explicitly teach that the 
selectable functions including a Shift, Control, or Alternate key function. However, Akiyama 
further teaches "However, the other mouse functions can be emulated by increasing the selection 
button of the other mouse functions" (see col. 6, lines 1-2 and lines 38-43). Therefore, while 
Akiyama may not exemplify particular selectable key function being a Shift, Control, or 
Alternate key function, one of ordinary skill in the art would have found it obvious to provide a 
Shift, Control, and/or Alternate key function(s) in the user interface of Akiyama in accordance 
with a particular application and an allusion of Akiyama (see col. 6, lines 29-53). 

As to claim 45, Akiyama further teaches that, when there is no instruction for changing 
modes, user input corresponds to the click of the left side mouse button (see col. 3, lines 58-67). 
9. Claims 4 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over Akiyama 
in view of Moran and in further view of Beernink et al. (US 5,612,719), hereinafter Beernink. 

As to claims 4 and 40, as discussed above, Akiyama in view of Moran discloses all the 
claimed limitations of these claims except for a step of hiding the user interface responsive to 
receiving a use selection, of claims 4 and 40. However, Beernink expressly discloses that when 
the user selects a "close box" 86, the window 78 (i.e., the claimed user interface) is closed (i.e., 
the window is hidden), see Fig. 4b and col. 6, lines 8-17. Therefore, it would have been obvious 
to one of ordinary skilled in the art at the time of the invention was made to provide step of 
hiding the user interface responsive to receiving a use selection, in the method of Akiyama in 
view of the teaching in the Beernink reference because this would provide more room for other 
user interfaces or main window. 
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10. Claims 30 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Akiyama in view of Moran and in further view of Levine et al. (US 5,625,833), hereinafter 
Levine. 

As to claims 30 and 39, as discussed above, Akiyama in view of Moran discloses all the 
claimed limitations except that Akiyama in view of Moran does not expressly teach the gesture 
being an in-air gesture, as presently claimed. However, Levine teaches that in a stylus/tablet 
input device, the gesture includes the movement of the stylus in the air (column 6, lines 27-33), 
i.e., the use of an in-air gesture in the stylus/tablet input device. Therefore, it would have been 
obvious to utilize the in-air gesture in the method of Akiyama, in view of the teaching in the 
Levine reference, because this would avoid the stylus in contact with the tablet during making a 
gesture, thereby avoiding an unwanted activation of other functions, menus, or other application 
being displayed in the display area. 

Response to Arguments 

1 1 . Applicant's arguments filed 03/23/2006 have been fully considered but they are not 
persuasive because as follows: 

With respect to the objection to claim 5 in the Office Action dated 12/23/2005, this 
objection has been withdrawn in view of the amendment to this claim. 

With respect to the objection to claims 1 and 28-30, see the objection above. 

With respect to the rejection under 35 USC 112, first paragraph, in the Office action 
dated 12/23/2005, Applicants' arguments, see pages 7-10 of the amendment, have been fully 
considered but they are not persuasive because Applicants haven't responded properly regarding 
to the features addressed in the rejections, e.g., claim 1, examiner has not indicated the feature, 
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"responsive to determining . . . and an alternate function" not supported by the original 
disclosure. See the rejections above. 

Applicant's arguments, see page 10 of the amendment, with respect to respect to the 
rejection under 35 USC 1 12, second paragraph, to claims 28-30 and 41 in the Office Action 
dated 12/23/2005 have been fully considered and are persuasive. The rejection under 35 USC 
1 12, second paragraph of the Office Action dated 12/23/2005 has been withdrawn. 

With respect to the rejection under 35 USC 102(e) as being anticipated by Akiyama in 
the Office action dated 12/23/2005 with respect to claims 5 an 6 and the rejection under 35 USC 
103(a) as being unpatentable over Akiyama in view of Moran to claims 1, 4, 7, 9, 25, 26, 28, 29, 
31, 45 and 46, Applicants argue that Akiyama fails to teach "displaying a user interface having a 
plurality of selectable functions including at least one function selected from the list consisting of 
a shift function, a control function, and an alternate function", see pages 10-11 of the 
amendment. Examiner disagrees because as discussed in the rejection above, Akiyama expressly 
discloses displaying a user interface (172) having a plurality of selectable functions, such as a 
"MOVE" function, a "HELP" control function, and a "RIGHT CLICK" control function (see 
Figs. 4A and 4B and col. 6, lines 1-2), and one of selectable functions being a "RIGHT CLICK" 
control function. These rejections are therefore maintained. 

Further, with respect to the rejection under 35 USC 103(a) as being unpatentable over 
Akiyama in view of Moran to claims 32-38, 40-44 and 47, Applicants argue that Akiyama in 
view of Moran does not disclose the features, " determining whether the first stylus input is 
preceded by a particular gesture " and " responsive to determining that the first stylus input is 
preceded by the particular gesture, displaying a graphical user interface including a user 
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selectable keyboard function ", see page 12, first paragraph. Examiner disagrees because as 
discussed in the rejection above, Akiyama discloses "responsive to determining that the first 
stylus input, displaying a graphical user interface including a user selectable keyboard function" 
and Moran discloses that both the concept and the advantages of providing a gesture before a 
stylus input in order to designate an action for the system to perform are well-known and 
expected in the art (col. 1, line 53 through col. 2, line 29). Further, a step of providing a gesture 
before a stylus input in order to designate an action for the system to perform inherently includes 
a step of "determining whether the stylus input is preceded by a particular gesture". Therefore, 
the combination of Akiyama and Moran discloses the above underlined features. This rejection is 
therefore maintained. 

With respect to the rejection under 35 USC 103(a) to claims 30 and 39, see the responses 
to the rejections to claims 1 and 32 above. 

With respect to the rejection under 35 USC 103(a) to claims 4 and 40, Applicants 
challenge examiner in taking Official Notice to the well-known feature, see pages 12-13 of the 
amendment. See the rejection to claims 4 and 40 above. 

Conclusion 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jimmy H. Nguyen whose telephone number is 571-272-7675. 
The examiner can normally be reached on Monday - Thursday, 8:00 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bipin Shalwala can be reached at 571-272-7681. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




JHN 

May 25, 2006 



Jimmy H. Nguyen 
Primary Examiner 
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